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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
IN THE MATTER OF TRADEMARK REG. NO. 3,645,700 
Filed:  April 17, 2008 
Registration Date:  June 30, 2009 
 
Braztech International, L.C. ) 
    ) 
 Petitioner,  ) 
    ) 
 v.   ) 
    )  Cancellation No. 92053336 
J.B. Custom, Inc.  ) 
    ) 
 Registrant.  ) 
 

MOTION TO SUSPEND CANCELLATION PROCEEDINGS 
 

Commissioner for Trademarks 
Box TTAB FEE 
P.O.  Box 1451 
Alexandria, VA 22313-1451 
 

 COMES NOW Registrant J.B. Custom Inc., (“JB”), by counsel, and, pursuant to 

Trademark Rule of Practice 2.117(a), Trademark Trial and 37 C.F.R. § 2117(a), moves to 

suspend the present cancellation pending final determination of a civil action having a 

bearing on the case, namely J.B. Custom, Inc. v. Braztech, L.C. et. al., 1:10-cv-326 (N.D. 

Ind. 2011)(Second Amended Complaint attached hereto as Exhibit “A”). 

 On September 9, 2010, Registrant filed in the federal District Court for the 

Northern District of Indiana a Complaint alleging, inter alia, infringement by Petitioner 

of the “Mare’s Leg” registered Mark at issue in this cancellation proceeding.  On 

November 30, 2010, the instant cancellation Petition was filed.   

 On March 22, 2011, Registrant filed in the federal District Court for the Northern 

District of Indiana a Second Amended Complaint, attached hereto as Exhibit “A.”  The 
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Second Amended Complaint alleged, inter alia: (1) that Registrant is the owner of the 

“Mare’s Leg” mark with exclusive rights to use that mark; (2) that Petitioner engaged in 

past and present acts of infringement of the “Mare’s Leg” mark; and (3) that Petitioner 

intended to infringe the Mare’s Leg Mark in the future.  The Seconded Amended 

Complaint requests relief against Petitioner including an injunction prohibiting Petitioner 

from future uses of the Mare’s Leg Mark. 

 In its Petition for Cancellation, Petitioner claims that it is and will be damaged by 

Registrant’s “Mare’s Leg” mark because it has, and intends to, offer goods in commerce 

using the term “mare’s leg” in a manner likely to cause confusion among consumer.   

This is the same conduct alleged as infringement and a basis for injunctive relief in 

Registrant’s Second Amended Complaint.  Petitioner further alleges in this proceeding 

that Registrant’s “Mare’s Leg” mark is generic.  Genericity will necessarily be decided in 

the civil action in connection with Registrant’s claims of Petitioner’s infringement. 

 Accordingly, the pending civil action will bear on issues involved in this 

proceeding, namely whether Petitioner has been harmed by Registrant’s use of the 

“Mare’s Leg trademark,” questions of ownership and priority of use, and whether 

Registrant’s “Mare’s Leg” mark is generic.  The determination of these issues by the 

District Court will likely be dispositive of the issues involved in this proceeding.  No 

dispositive motion has yet been filed in the present proceedings. 

 Registrant therefore respectfully requests suspension of these proceedings 

pending determination of the civil action pursuant to Trademark Rule 2.117(a) and 37 

C.F.R. § 2.117(a).  Whopper-Burger v. Burger King Corp., 171 U.S.P.Q. 805, 807 

(T.T.A.B. 1971). 



3 
 

      BARRETT & McNAGNY, LLP 

 
      
       /Jeremy N. Gayed/_____________ 
       Jeremy N. Gayed 
       215 E. Berry St. 
       Fort Wayne, Indiana 46802 
       Ph:      (260) 423-8866 
       Fax:    (260) 423-8920 
       Email: jng@barrettlaw.com 
 
       Attorneys for J.B. Custom, Inc. 

 
CERTIFICATE OF SERVICE 

  
I hereby certify that I have this   10th  day of June, 2011, served a copy of the 

foregoing via electronic mail, properly addressed, to: 
  
Kerri A. Hochgesang 
Smith, Gambrell & Russell LLP 
Promenade II, Suite 3100 
1230 Peachtree St.  NE 
Atlanta, GA  30309-3592 
 
       /Jeremy N. Gayed/   
       Jeremy N. Gayed 
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